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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1-11 in the reply filed on 

1 1/19/2009 is acknowledged. The traversal is on the grounds that there would not be 
an undue search burden in searching all three groups. This is not found persuasive 
because searching three the three different compositions given in the three groups, 
along with the distinct product and process claims of groups I and III would constitute 
searching divergent and non-overlapping subject matter. Doing so would, in fact, create 
a serious burden. Thus, restriction between the three groups is warranted. Restriction is 
further required because of the patentable distinctness of the three groups. Thus, 
applicant's contention in this matter is not persuasive. 

The requirement is still deemed proper and is therefore made FINAL. 

Status of Application 

2. The claims 1 -20 are pending and presented for the examination. Claims 1 -1 1 are 
elected for examination on merits and claims 12-20 are withdrawn from consideration by 

the election filed 1 1/19/2009. 

Information Disclosure Statement (IDS) 

3. The information disclosure statements (IDS) were submitted on 01/24/2007 and 
02/20/2007. The submissions are in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the information disclosure statements are being considered by the 
examiner. Please refer to applicant's copy of the 1449 herewith. 
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Claim Objections 

4. Claims 2, 5, and 7 are objected to because of tlie following informalities: the 
method steps and components of the claims are designated by letters, but the lettering 
does not begin with "a", but rather continues from the proceeding claim. Lettering the 
steps in this way is confusing as it makes the steps appear to be a continuation in 
method from the previously claim, which is not the case in any of claims 2, 5, or 7. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquihes set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al (US 2005/0128683). 
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Regarding claim 1, Watanabe et al teaclies a dielectric ceramic composition 
used as the solids portion in a dielectric paste, said ceramic being represented by the 
formula ((Cai-xMex)0)m(Zri.yTiy)02 (see claim 1 and paragraph 0111). In the formula 
"Me" can be Sr, and the constants x and y can very between 0 and 1 inclusive. Thus, 
the formula encompasses SrO, Zr02, and Ti02 in ranges that overlap the ranges of the 
instant claim. Watanabe further teaches that the ceramic composition comprises a 
component containing MgO and B2O3 (see claim 1), said component being present in 
an amount of 0-20 mol%. Thus, these two components would be present in the 
Watanabe composition in amounts overlapping the ranges of the instant claim. Because 
the dielectric paste taught by Watanabe overlaps the composition of that of the instant 
claims, routine optimization and experimentation with the Watanabe ranges would lead 
one of ordinary skill in the art to the instantly claimed composition. Per MPEP 2144.05, 
in the case where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists. Therefore, claim 1 is obvious and not 
patentably distinct over the prior art of record. 

Regarding claim 2, Watanabe teaches that the inventive dielectric paste is 
applied to a sheet (substrate) and fired (see paragraphs 01 15 and 01 17). 

Regarding claim 3, Watanabe teaches a firing temperature of 1250°C (see 
paragraph 0117). 

Regarding claim 4, Watanabe teaches that firing is carried out in an atmosphere 

having an oxygen partial pressure of 10"'' - 10"^ Pa (9.9x10"^^ - 9.9 x10"^ atm). Per 
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MPEP 2144.05, in tine case wliere tine claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. 

Regarding claims 5-6, Watanabe teaches a ceramic chip capacitor comprising 
the inventive ceramic paste, said capacitor comprising stacked layers of the dielectric 
material and layers of electrodes made from nickel and copper (see paragraphs 01 1 1 
and 0112). 

Regarding claim 7, Watanabe teaches that the capacitor chip is made by 
alternately applying layers of the inventive dielectric material and of nickel/copper onto a 
substrate to form a stack (see paragraphs 01 15-01 16), cutting and separating said 
stack, and firing (see paragraph 01 17). Thus, all of the steps of instant claim 7 are 
taught by Watanabe, with the sintering of the metal electrode and dielectric layers 
occurring simultaneously. Therefore, claim 7 is obvious and not patentably distinct over 
the prior art of record. 

Regarding claim 8, Watanabe teaches that the thickness of the dielectric layers 
after firing is 4 microns (see paragraph 0118). 

Regarding claim 9, Watanabe teaches a firing temperature of 1250°C (see 
paragraph 0117). 

Regarding claim 10, Watanabe teaches that firing is carried out in an 
atmosphere having an oxygen partial pressure of 10"^ - 10"^ Pa (9.9x10"^^ - 9.9 x10"^ 
atm). Per MPEP 2144.05, in the case where the claimed ranges "overlap or lie inside 
ranges disclosed by the prior art" a prima facie case of obviousness exists. 
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Regarding claim 11, Watanabe teaclies tliat tine electrodes comprise nickel (see 
paragraph 0112). 

Conclusion 

8. No claim is allowed. 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Noah S. Wiese whose telephone number is 571-270- 
3596. The examiner can normally be reached on Monday-Friday, 7:30am-5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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